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1702 Examiners Not To Express Opinion on Va-
lidity

Congress, in 35 U.S.C. 282, has endowed every
patent granted by the Patent and Trademark Office
with a presumpition of validity. Public policy demands
that every employee of the Patent and Trademark
Office refuse to express to any person any opinion or
view as to the invalidity of any United States Patent
excent in the course of examining a reissue or reexam-
inaticn application. The question of validity or inva-
lidity is exclusively a matter for the courts to deter-
mine. Each member of the examining corps is cau-
tioned to be especially wary of any inquiry from any
person outside the Patent and Trademark Office (in-
cluding any employee of another government
agency), the answer to which might indicate that a
particular patent should not have been issued.

Further, when a field of search for an invention is
requested, Patent and Trademark Office employees
should routinely inquire whether the invention has
been patented in the United States.

Examiners are especially cautioned against answer-
ing inquiries from any person outside the Patent and
Trademark Office as to whether or not a certain ref-
erence was considered and whether or not a claim
would have been allowed over that reference. This
applies to anything in the patented file, including the
extent of the field of search and any entry relating
thereto. The record of a patented file must speak for
itself. Practitioners can be of material assistance in this
regard by refraining from making such inquiries of
members of the examining corps. Answers to inquiries
of this nature must of necessity be refused, and such
refusal should be considered neither discourteous nor
an expression of opinion as to validity. Searches sug-
gested to members of the public who conduct validity
searches might well serve as a basis for concluding
that the examiner who examined the application
during its prosecution overlooked a pertinent area of
prior art during his or her search. This might adverse-
Iy affect the presumption of validity.

The examiner who offers suggestions as to fields of
search might well find himself or herself in a position
where the offer to help might lead to statements made
by the examiner which adversely reflect on the patent
itself. These statements, while not part of the Patent
and Trademark Office written record, may result in
the examiner being sought for testimony in connec-
tion with litigation resulting from the issuance of that
patent. While § 1701.01 points out that the testimony
of examiners can be taken by deposition in appropri-
ate situations, the circumstances noted are not appro-

1700-1

priate. Examiner’s testimony is limited to factual am-
plification of the written record established during the
application’s prosecution history. in validity search
situations, comments made by the exzaminer occur
after the fact (issuance of the patent) and could only
lead to improper examiuer testimony since they
amount to “second guessing” of the original examin-
er's work methods and professional judgment. As
pointed out above, the determination of validity of a
United States patent is strictly a matter for determina-
tion by competent judicial auihority.

1701.01 Examiners Neot To Testify as Patent Ex-
perts

Inasmuch as public policy does not permit examin-
ers to decide, as judges in the Patent and Trademark
Office, questions upon which they have been retained
to give opinions as expert witnesses in patent cases in
the courts, every examiner who shall testify as an
expert in a patent case pending in any court will be
dismissed, unless he or she shall have so testified in-
voluntarily, upon compulsion by competent judicial
authority, and without retainer or preparation.

Whenever an examiner is asked or subpoenaed to
testify in a suit concerning a patent, trademark regis-
tration, or application for either, the examiner is di-
rected to report that fact immediately to the Solicitor.
Where the suit involves a patent or an application for
a patent, the examiner must also promptly notify the
Office of the Deputy Assistant Commissioner for Pat-
ents.

Also, examiners are reminded that, in view of the
long established policy of the Patent and Trademark
Office to refuse to permit members of the staff of the
Patent and Trademark Office to testify in patent suits,
they should, before allowing an application, determine
that the written record is accuraie and complete.

Patent examiners are forbidden to testify as patent
experts or to express opinions, in testimony or other-
wise, as to the invalidity of any issued patent. Patent
examiners have, in connection with litigation involv-
ing patent validity, been called to testify on factual
matters. In those cases, the practice had been to
permit the examiner to testify only upon the issuance
of a subpoena.

However, under current pratice, patent examiners
are permitted to testify on deposition in patent suits,
without the need for a subpoena, provided the follow-
ing conditions are satisfied:

(1) The party proposing to take the testimony
will state in writing, that the questions to be asked
of the examiner will be phrased to comply with the
permissible scope of inquiry as outlined in the pro-
tective orders contained in the Court opinions in In
re Mayewsky, 162 USPQ 86, 89, and Shaffer Tool
Works v. Joy Manufacturing Co., 167 USPQ 170,
171:








